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Tr a d e m a r k s

The Supreme Court held in B&B Hardware v. Hargis Industries, Inc. that TTAB decisions

may have preclusive effect. Attorneys from Paul Hastings argue that the decision can alter

practitioners’ traditional approach of having one bite of the apple at the TTAB and one at

the district court. The authors note, however, that the opinion leaves open the precise scope

of the preclusive effect of TTAB decisions.

Supreme Court Opinion on Preclusive Effect of TTAB’s Registration Decisions
Has Important Implications for Trademark Owners

BY STEPHEN B. KINNAIRD, ROBERT L. SHERMAN,
IGOR V. TIMOFEYEV, SEAN D. UNGER AND

LISA Y. LEUNG

O n March 24, 2015, the Supreme Court issued an
important decision—B&B Hardware, Inc. v. Har-
gis Indus., Inc., 83 U.S.L.W. 4176, 2015 BL 80363

(U.S. 2015)—clarifying issue preclusion in the trade-
mark context.

The court held that a Trademark Trial and Appeal
Board decision should be given preclusive effect when
the trademark usages adjudicated by the TTAB are ma-
terially the same as those before the district court, pro-
vided the other ordinary elements of issue preclusion
are met.

The court’s holding that TTAB decisions can be given
preclusive effect in federal courts has important impli-
cations and lessons for practitioners, and trademark
owners should consider it carefully and structure their
litigation strategy accordingly. The decision may alter
the traditional approach of having two bites at the
apple—one at the TTAB and one at the district court.
Now, the first bite may be the only one.
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At the same time, the court’s opinion leaves open the
precise scope of the preclusive effect of the TTAB deci-
sions, including the test for determining when underly-
ing disputes are ‘‘materially the same.’’

These unresolved questions are likely to prove impor-
tant in future TTAB and district court proceedings.

Background
B&B Hardware and Hargis Industries both manufac-

ture metal fasteners, the former for the aerospace in-
dustry, and the latter for use in the construction trade.
B&B Hardware used the SEALTIGHT trademark while
Hargis used the SEALTITE trademark. Both trade-
marks were similar in appearance and pertained to
tightly-sealing fasteners. Hargis sought to register its
mark SEALTITE, and B&B Hardware opposed that reg-
istration.

After a lengthy proceeding before the TTAB that in-
volved discovery, including depositions, the board de-
nied Hargis’ registration of SEALTITE as ‘‘likely to
cause confusion.’’ Id. at *6.

In the course of issuing its decision, the TTAB consid-
ered, inter alia, how the two products are used (differ-
ently), how much the marks resemble each other (very
much), and whether customers are actually confused
(perhaps sometimes).

Hargis did not seek judicial review either via an ap-
peal to the U.S. Court of Appeals for the Federal Circuit
or via a de novo action before a federal district court, as
it was entitled to do. See id. at *4-*6 (citing 15 U.S.C.
§ 1071). As will be seen below, Hargis’ failure to pursue
its appellate options when it had them proved costly.

In a parallel district court action, B&B Hardware sued
Hargis for federal trademark infringement. Prior to the
district court ruling on likelihood of confusion, the
TTAB announced its decision on Hargis’ registration re-
quest. The district court nevertheless held that the
TTAB decision did not have preclusive effect because
the Board is not an Article III court. Id. at *6-*7. Subse-
quently, the jury found no likelihood of confusion be-
tween SEALTITE and SEALTIGHT.

The Eighth Circuit accepted, for the sake of argu-
ment, that agency decisions can serve as the basis for
issue preclusion. In a divided opinion, the court of ap-
peals nevertheless affirmed the lower court’s denial of
issue preclusion for three reasons: first, because the
TTAB uses different factors than a federal court in an
infringement action to evaluate likelihood of confusion;
second, because the TTAB placed too much emphasis
on the ‘‘appearance and sound’’ of the two marks; and
third, because Hargis bore the burden of persuasion be-
fore the TTAB, while B&B Hardware had that burden
before the district court. Id. at *6.

The Supreme Court called for the views of the solici-
tor general, who recommended that certiorari review be
granted to clarify the applicable law.

B&B Hardware
The Supreme Court granted certiorari and, in a di-

vided opinion, reversed.
The Supreme Court first firmly rejected the argument

that issue preclusion is not available for agency deci-
sions in subsequent federal court litigation. Id. at *6.
The court noted that it is ‘‘well established’’ that ‘‘ab-
sent a contrary indication,’’ Congress presumptively in-

tends that an agency’s determination has preclusive ef-
fect. Id. at *7-*9.

The court also rejected Hargis’ reliance on the canon
of constitutional avoidance, noting that there was ‘‘no
ambiguity’’ in its precedents with respect to the preclu-
sive effect of agency decisions, notwithstanding Article
III and the Seventh Amendment’s right to a jury trial. Id.

Next, the Supreme Court concluded that there was
no ‘‘evident’’ reason why Congress would not want
TTAB decisions to receive preclusive effect where ordi-
nary elements of issue preclusion are met. Id. at *9-*10.

The court observed that the party invoking preclu-
sion in a federal court was not seeking review of the
TTAB’s ultimate registration decision (in which case
preclusion would render judicial review ‘‘strictly pro
forma’’), nor was the TTAB administrative proceeding
a prerequisite to a district court infringement action. Id.
(internal quotation marks and citation omitted).

The court then found that the differences in statutory
provisions governing the TTAB proceedings and the
federal district court actions, and the somewhat dissimi-
lar standards applied by the TTAB and federal courts,
did not foreclose issue preclusion. Id. at *10-*11.

The Supreme Court concluded that there was no

‘evident’ reason why Congress would not want

TTAB decisions to receive preclusive effect where

ordinary elements of issue preclusion are met.

Specifically, although the TTAB and the district court
used slightly different factors to assess likelihood of
confusion, the court observed that those factors were
not fundamentally different and those ‘‘trivial’’ varia-
tions did not defeat preclusion. Id. at *11.

The court concluded that likelihood of confusion for
purposes of registration is the same standard as likeli-
hood of confusion for purposes of infringement, for
three reasons: (1) the operative language is essentially
the same; (2) the likelihood-of-confusion language that
Congress used in the infringement statutory provisions
has been central to the trademark registration since at
least 1881; and (3) district courts can cancel registra-
tions during infringement litigation, just as they can ad-
judicate infringement in suits seeking judicial review of
registration decisions, and the same district court in the
same case would not apply two separate standards. Id.
at *11-*12.

The Supreme Court also rejected the argument that
procedural differences could defeat issue preclusion. Id.
at 19-20. Rather, the court emphasized, the proper in-
quiry is ‘‘whether the procedures used in the first pro-
ceeding were fundamentally poor, cursory, or unfair.’’
Id. at *13.

Finally, noting the substantial benefits of the registra-
tion, the court rejected the argument that the stakes for
trademark registration are so much lower than for in-
fringement that issue preclusion should not apply. Id. at
*14.

Importantly, the Supreme Court noted that preclusive
effect of the TTAB decisions in infringement litigation is
not automatic.
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The court observed that the registration provision of
the Lanham Act, 15 U.S.C. § 1052(d), ‘‘asks whether the
marks ‘resemble’ each other, while the infringement
provision, 15 U.S.C. § 1114(1), ‘‘is directed towards the
‘use in commerce’ of the marks.’’ Id. at *11. Therefore,
‘‘ ‘the Board typically analyzes the marks, goods, and
channels of trade only as set forth in the application and
in the opposer’s registration, regardless of whether the
actual usage of the marks by either party differs.’ ’’ Id.
at *12 (quoting Brief for United States as Amicus Cur-
iae 23).

The court instructed that ‘‘if a mark owner uses its
mark in ways that are materially unlike the usages in its
application, then the TTAB is not deciding the same is-
sue’’ as the district court, and issue preclusion may not
apply. Id. Justice Ginsburg emphasized this point in her
separate concurring opinion. Id. at *15 (Ginsburg, J.,
concurring).

Justice Thomas dissented, joined by Justice Scalia.
They would have rejected the presumption of adminis-
trative preclusion as based on ‘‘poorly supported dic-
tum’’ in the court’s prior opinions, and would not have
applied this presumption in the specific context of the
Lanham Act. Id. at *15, *17-*20 (Thomas, J., dissent-
ing).

Practical Implications
The court’s ruling that TTAB decisions are entitled to

preclusive effect in federal courts has important impli-
cations for practitioners, and trademark owners will
need to adjust their litigation strategy in response to the
court’s decision.

At the same time, the decision leaves several ques-
tions unresolved, and those questions are likely to
prove important in future TTAB and district court litiga-
tion.

First, trademark owners will need to pay close atten-
tion to the possible collateral effect of TTAB findings
upon subsequent federal court infringement litigation,
both in commencing TTAB litigation and in deciding
whether to appeal adverse decisions.

In many cases, issue preclusion will not be a substan-
tial risk. Although it rejected the claim that issue preclu-
sion from a prior TTAB adjudication was categorically
unavailable, the court observed that the TTAB decision
will have preclusive effects only where ‘‘the usages ad-
judicated by the TTAB are materially the same as those
before the district court.’’ B&B Hardware, slip op. at
*14. As Justice Ginsburg indicated in her concurrence,
the TTAB registration proceedings may not be preclu-
sive because ‘‘contested registrations are often decided
upon ‘a comparison of the marks in the abstract and
apart from their marketplace usage.’ ’’ Id. at *15 (Gins-
burg, J., concurring) (quoting 6 J. McCarthy, Trade-
marks and Unfair Competition § 32:101, p. 32-247 (4th
ed. 2014)).

As a matter of practice, for example, the TTAB re-
views the mark only as it appears in the drawing con-
tained in the trademark application and only as to those
goods described, whereas the district court reviews the
mark as used in the marketplace in all of its real, ex-
pected, or likely uses. The difference between the appli-
cation and the actual use may render the TTAB’s find-
ings not ‘‘materially’’ the same as the use of the mark in
actual litigation.

The Supreme Court did not, however, provide guid-
ance as to the application of this test, aside from observ-
ing that ‘‘trivial’’ variations would not defeat preclusion.
Id. at *11. Practitioners should expect that the scope of
the ‘‘materially the same’’ test will be important in fu-
ture litigation.

Second, where issue preclusion may be anticipated,
it should factor into strategic choices of a trademark
owner, including the threshold choice of whether to op-
pose registration in the TTAB at all.

The court’s ruling that TTAB decisions are entitled

to preclusive effect in federal courts has important

implications for practitioners, and trademark

owners will need to adjust their litigation strategy

in response to the court’s decision.

Failing to oppose the registration of a mark would al-
low a competitor to obtain important benefits—
registration is a ‘‘prima facie evidence of the validity of
the registered mark,’’ 15 U.S.C. § 1057(b), and once a
mark has been registered for five years, it can become
‘‘incontestable,’’ id. § § 1065, 1115(b). And successfully
opposing the registration of a mark does not automati-
cally preclude the use of the mark, so a district court in-
fringement action may still be potentially necessary.

There are a number of factors that parties consider in
deciding whether to pursue relief at the TTAB or in dis-
trict court, or in both fora: for example, whether the
principal goal is to prevent conflicting registration as
opposed to damages or injunctive relief; the strength of
the case, particularly with regard to preliminary injunc-
tive relief; the availability of discovery; and the cost of
litigation. The possibility of issue preclusion should
now be added to the mix.

In some cases, a party may be concerned that re-
stricted discovery in the TTAB may result in an adverse
decision that could be preclusive in the district court; in
others, the prospect of a potentially quicker and less in-
expensive victory in the TTAB with preclusive effect in
district courts may afford leverage for a favorable
settlement of infringement claims without the necessity
of protracted litigation.

Even apart from the choice of fora, parties will need
to attend to the risk of issue preclusion in framing their
challenge in the TTAB; a more limited presentation may
help prevent a TTAB decision from having a preclusive
effect in the district court action under traditional res
judicata rules.

Third, B&B Hardware may affect decisions of
whether to seek a stay of the TTAB proceeding.

Commonly, when there are concurrent TTAB and dis-
trict court proceedings, the former is stayed pending
the outcome of the district court action. The Trademark
Office rules provide for such a stay where the court ac-
tion will affect the outcome of the administrative pro-
ceeding.

Traditionally, litigants prefer to pursue the court case
and stay the opposition proceeding because of the risk
that any delay in commencing an infringement action
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might undermine the needed showing of irreparable
harm or provide the basis for a laches defense. This
common practice of staying the TTAB proceeding may
become more popular if the risk of an adverse issue pre-
clusion may be high to avoid the risk altogether.

Fourth, where relief is pursued in both fora, partici-
pants in the TTAB proceedings should be wary of aban-
doning their appellate options with respect to the
Board’s determinations—the availability of a Federal
Circuit appeal or a de novo review by the district court.
See 15 U.S.C. § 1071.

This lesson applies more generally to any party in
high-stakes agency litigation—failure to take advantage

of available review options can have potentially detri-
mental consequences in parallel or subsequent litiga-
tion.

Would-be appellants in other words should be aware;
there might not be a tomorrow if you don’t appeal to-
day. Whereas before the typical trademark owner could
count on having at least two bites at the apple, now its
first bite might be its only bite.

In summary, B&B Hardware may affect only a lim-
ited set of trademark disputes, but, where there is likely
to be commonality of issues in TTAB and district court
litigation, issue preclusion may arise as an important
strategic consideration.
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