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New Guidance for Injunctions in Patent Cases
By Terry Garnett and Peter Wied

On May 15, 2006, the Supreme Court issued its opinion in 
eBay Inc., et al. v. MercExchange, L.L.C. The Supreme Court 
had taken up the case to consider the Federal Circuit’s “general 
rule that courts will issue permanent injunctions against pat-
ent infringement absent exceptional circumstances.”

In a unanimous opinion, the Supreme Court rejected this 
general rule. Instead, it held that the standard for issuing a 
permanent injunction was the same in patent cases as in other 
cases. In order to receive a permanent injunction against the 
infringement, the plaintiff must demonstrate: “1) that it has 
suffered an irreparable injury; 2) that remedies available at law, 
such as monetary damages, are inadequate to compensate for 
that injury; 3) that, considering the balance of hardships be-
tween the plaintiff and defendant, a remedy in equity is war-
ranted; and 4) that the public interest would not be disserved 
by a permanent injunction.”

At a minimum, this case shifts the burden from the defendant 
to the plaintiff, who must show the four factors to obtain a 
permanent injunction. It should also lead the courts and the 
parties to look at the possibility of an injunction on a case-
by-case basis, rather than following the presumption of an in-

junction under the old Federal Circuit rule. This is a positive 
development for companies that find themselves as defendants 
in patent cases, particularly against so-called “patent trolls”.

Whether this change will actually result in fewer injunc-
tions will depend upon how the Federal Circuit and district 
courts apply the four factors on remand and in future cases. 
In two separate concurring opinions, different groups of jus-
tices expressed opposite views on how frequently injunctions 
should be issued in patent cases. In an opinion by Chief Justice  
Roberts, three justices suggested that the four factors should 
be applied in the historical context where injunctions were 
granted in the “vast majority” of cases. Four other justices, 
in an opinion by Justice Kennedy, indicated that the histori-
cal pattern of granting injunctions might be of limited use in  
deciding when to grant injunctions, pointing to changes in 
“the nature of patent being enforced and the economic func-
tion of the patent holder.”

With the threat of a permanent injunction less certain, it is 
likely that more cases may be going to trial, allowing the courts 
an opportunity to work out how the four factors should be ap-
plied in patent cases. 

If you have questions or concerns about the possibility of injunctions in patent litigation, please feel free to contact  
Terry Garnett (terrygarnett@paulhastings.com) or Peter Wied (peterwied@paulhastings.com)


