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Recently Acacia Technologies Group has received wide spread coverage in the press as it 
attempts to license what it refers to as its Digital Media Transmission (DMT) technology.  
Acacia Technologies Group is a subsidiary of Acacia Research Corporation (collectively 
Acacia), and was formed primarily for this purpose.  The DMT technology is currently 
covered by 5 issued U.S. patents, and several foreign patents.  Acacia claims that its DMT 
technology covers transmission and receipt of digital audio and/or audio video content via 
a variety of means including the internet, cable, satellite, and local area networks.  Acacia 
grabbed headlines by filing several lawsuits against the adult entertainment industry claiming 
that the defendants’ use of streaming technology over the Internet infringed on the DMT 
patents.  The lawsuits were essentially consolidated in the Central District of California and are  
collectively referred to as the Acacia v. New Destiny case. 

Recently, the Judge in the New Destiny case issued what is referred to as a Markman Order.  In patent law, a claim construction 
hearing is often required when the two sides disagree as to the meaning of certain key terms used in the patent.  During the claim 
construction hearing, often referred to as a Markman hearing, the Judge will receive evidence from each side as to why their 
definitions, or constructions, for the key terms are the correct definitions.  After receiving the evidence, the Judge then makes 
the final decision, in his Markman Order, as to the definition of the disputed terms.  Once the terms are defined, the parties 
then argue whether, given the definitions, there is in fact infringement.  Often, however, the Judge’s Markman Order will prove 
dispositive as to the question of infringement.  In other words, given the Judge’s definitions, it often becomes clear whether there 
is infringement or not.  Accordingly, the Markman Order for the New Destiny case was heavily anticipated, not just by the parties, 
but also by those who believe Acacia’s patents cannot possibly be as broad as they claim, and those facing, or potentially facing, 
licensing demands from Acacia.

Fortunately, unless you are Acacia, the Markman Order was very positive for the defendants and, therefore, anyone else 
potentially adverse to Acacia.  The Judge’s Order was somewhat extraordinary in finding that several of the terms at issue 
could not be defined because the description included in the patents does not describe the terms sufficiently.  The patent law 
requires that a patentee provide sufficient written description of his or her invention such that one of skill in the relevant art 
would understand that the patentee was in possession of the invention as claimed.  The description provided must also provide 
sufficient information to enable one of skill in the art to practice the invention without undue experimentation.  If the patentee fails 
to provide such a description, then the patent can be held invalid for failure to meet these requirements.  Importantly, reference 
to information outside of the patent, referred to as extrinsic evidence, cannot be used to satisfy the above requirements.  While 
extrinsic evidence is relevant in showing whether the patentee disclosed enough information to meet the above requirements, it 
cannot be relied on in the first place or if the intrinsic evidence is determinative.

In the New Destiny case, the Judge essentially ruled that the inventors of the Acacia DMT patents had failed to meet the above 
requirements with their description as it related to several of the terms at issue.  Accordingly, any claim that includes the 
undefinable terms may be invalid for failure to comply with the written description requirements of the patent law.  Additionally, 
the Judge provided a cursory definition for several terms and invited Defendant’s to file a Motion for Summary Judgment to 
illustrate that the patents also fail to meet the written description requirements as it relates to these terms.  If the Judge agrees 
with Defendant’s motions once filed, then Acacia’s claims will be even further weakened.

It should be pointed out that the Markman Order only directly affects two of the five DMT patents.  Further, not every claim 
included in the two patents is necessarily affected.  A patent comprises figures illustrating the claimed invention, a description 
or specification that refers to the drawings and describes the claimed invention, and several claims (numbered paragraphs that 
follow the description) that lay out the meets and bounds of the invention.  Often the claims differ slightly in scope of coverage, 



with some providing broad coverage, while others of successively narrow scope.  But all it takes is for one of these claims to be 
found valid and infringed for Acacia to be successful.  In other words, a defendant can be found to infringe a patent based on a 
finding that 1 out of 100 claims is valid and infringed, even if the other 99 claims are held invalid and/or not infringed.  So the 
defendants, and anyone else potentially adverse to Acacia, are not necessarily out of the woods yet.

In fact, despite the Markman Order, Acacia has not slowed down its efforts or its aggressiveness one bit, having filed another 
case against several cable operators as recently as September 13, 2004.  Acacia has also previously sued several other large 
cable operators in the Northern District of California.

So what should you do if Acacia, or someone like them, contacts you?  A key step in determining how to react to an 
infringement claim is to determine how strong a position you have as to the infringement and validity of the patents being 
asserted.  Armed with this information, you can make an informed business decision as to whether it makes since to negotiate 
with someone like Acacia.  Usually, infringement and invalidity positions are determined with the aid of a patent attorney 
who often provides opinion letters advising you on these subjects.  These types of opinions can also be useful in limiting the 
potential damages that can result from patent litigation.  In this respect, the earlier you seek the advice of your patent attorney 
the better.  We have spent countless hours analyzing the Acacia patents for several clients in order to provide such opinions.  
We have also analyzed and/or litigated against the patents of several other notorious patent holders such as, Plasma Physics, 
Oakley, Ronald Katz, and Jerome Lemelson. So if you have been contacted by Acacia or someone like them, or fear you might, 
then the time to act is now.  Fortunately, at least with regard to Acacia, you may be in a stronger position than you think due to 
the Markman Order recently issued in the New Destiny case.
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