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CA L I F O R N I A  GOV E R N O R SI G N S AN T I C Y B E R S QUAT T I N G STAT U T E PROV I D I N G PROT E C T I O N

NOT COV E R E D  B Y  FE D E R A L A N T I C Y B E R S QUAT T I N G CO N S U M E R PROT E C T I O N A C T

On August 23, 2000, California Governor
Gray Davis signed into law Senate Bill 1319,
California’s anticybersquatting statute.  The
bill amends the California Business and
Professions Code by adding sections
17525-17528, and makes it unlawful for a
person, with bad faith intent, to register,
traffic in or use an Internet domain name
that is identical or confusingly similar to the
personal name of another living person or
deceased personality.

The new law is significant in that it makes
actionable the use of names that are not
necessarily famous or protected by
trademark.  As such, it provides protections
not previously afforded under the federal
Anticybersquatting Consumer Protection
Act, 15 U.S.C. § 1125(d).

The federal law enacted last November
provides for injunctive relief and statutory
damages up to
$100,000 per
domain name
against any person
who registers, uses or
traffics in a domain name that is identical or
confusingly similar to another’s mark,
including a  personal name that is famous or
otherwise protected by trademark.  It left
open the possibility that a person could
register the names of living or dead persons
whose names did not meet the criteria for
trademark protection.

SB 1319 seems to have closed this gap.  The
use of a name of any living person, however
common, falls within the statute.  However,
using the name of a “deceased personality,”
even if it does not rise to the level of a
trademark, is prohibited only where the
name had “commercial value” at the time of
the person’s death, which must have been no
more than 70 years before the bringing of
any action.  Bus. & Prof. Code § 17527(a);
Civ. Code § 3344.1(g),(h).  And, in both
cases, the use must be in “bad faith,”
determined by a number of factors
enumerated in the statute.  Bus & Prof.
Code § 17526.

The remedies for violating SB 1319 include
injunctive relief, restitution and, if sought by
the California Attorney General or any
district attorney, county counsel or city
attorney, a civil penalty of up to $2,500 for
each violation.  Bus & Prof. Code §§
17535, 17536.  Such remedies are
“cumulative to each other and to the
remedies or penalties available under all other
laws” of California.  Id. § 17534.5.

SB 1319 reaches beyond California,
specifically providing for personal
jurisdiction in accordance with California’s
long-arm statute.  Recent Ninth Circuit
decisions dealing with personal jurisdiction
for the registration of Internet domain names
indicate that, while merely registering an
infringing domain name probably would not

subject the infringer to jurisdiction in
California, trafficking in and/or using the
infringing domain name likely would.  See
Panavision Int’l, L.P. v. Toeppen, 141 F.3d
1316 (9th Cir. 1998);  Cybersell, Inc. v.
Cybersell, Inc., 130 F.3d 414, 416, 418 (9th
Cir. 1997) (observing that in each case where
jurisdiction was exercised for registration of a
domain name, there had been “something
more” to “indicate that the defendant
purposefully (albeit electronically) directed
his activity in a substantial way to the forum
state.”)

The impact of this expansion in the law
remains to be seen.  Persons registering or
using a domain name may
wish to exercise greater
caution.  Potential claimants
now have another means to
combat perceived
cybersquatting in addition to litigation under
the federal statute and the burgeoning and
more expedient but less familiar alternative
dispute resolution programs provided by
Internet authorities.  The text of SB 1319
follows.

This TeC Alert was authored by associate
Joshua Hamilton with assistance from partner
John M. Genga, both resident in the Los
Angeles office.  If you have questions please
contact the authors at (213) 683-6000, or via
e-mail through the Paul, Hastings Website,
www.phjw.com.



THE PEOPLE OF THE STATE OF CALIFORNIA DO ENACT
AS FOLLOWS:

SECTION 1.  Article 1.6 (commencing with Section 17525) is
added to Chapter 1 of Part 3 of Division 7 of the Business and
Professions Code, to read:

Article 1.6.  Cyber Piracy

17525.  (a) It is unlawful for a person, with a bad faith intent to
register, traffic in, or use a domain name, that is identical or
confusingly similar to the personal name of another living person or
deceased personality, without regard to the goods or services of the
parties.

   (b) This section shall not apply if the name registered as a domain
name is connected to a work of authorship, including, but not
limited to, fictional or nonfictional entertainment, and dramatic,
literary, audiovisual, or musical works.

   (c) A domain name registrar, a domain name registry, or any other
domain name registration authority that takes any action described
in subdivision (a) that affects a domain name shall not be liable to
any person for that action, regardless of whether the domain name
is finally determined to infringe or dilute a trademark or service
mark.

17526.  In determining whether there is a bad faith intent
pursuant to Section 17525, a court may consider factors, including,
but not limited to, the following:

   (a) The trademark or other intellectual property rights of the
person alleged to be in violation of this article, if any, in the domain
name.

   (b) The extent to which the domain name consists of the legal
name of the person alleged to be in violation of this article or a name
that is otherwise commonly used to identify that person.

   (c) The prior use, if any, by the person alleged to be in violation of
this article of the domain name in connection with the bona fide
offering of any goods or services.

   (d) The legitimate noncommercial or fair use of the person’s or
deceased personality’s name in an Internet web site accessible under
the domain name by the person alleged to be in violation of this
article.
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   (e) The intent of a person alleged to be in violation of this article
to divert consumers from the person’s or deceased personality’s
name online location to a site accessible under the domain name
that could harm the goodwill represented by the person’s or
deceased personality’s name either for commercial gain or with the
intent to tarnish or disparage the person’s or deceased personality’s
name by creating a likelihood of confusion as to the source,
sponsorship, affiliation, or endorsement of the site.

   (f ) The offer by a person alleged to be in violation of this article to
transfer, sell, or otherwise assign the domain name to the rightful
owner or any third party for substantial consideration without
having used, or having an intent to use, the domain name in the
bona fide offering of any goods or services.

   (g) The intentional provision by the person alleged to be in
violation of this article of material and misleading false contact
information when applying for the registration of the domain
name.

   (h) The registration or acquisition by the person alleged to be in
violation of this article of multiple domain names that are identical
or confusingly similar to names of other living persons or deceased
personalities.

   (i) Whether the person alleged to be in violation of this article
sought or obtained consent from the rightful owner to register,
traffic in, or use the domain name.

17527.  As used in this article:

   (a) “Deceased personality” shall have the same meaning as defined
in Section 3344.1 of the Civil Code.

   (b) “Domain name” means any alphanumeric designation that is
registered with or assigned by any domain name registrar, domain
name registry, or other domain name registration authority as part
of an electronic address on the internet.

   (c) “Internet” shall have the meaning specified in Section 17538.

   (d) “Traffic in” refers to transactions that include, but are not
limited to, sales, purchases, loans, pledges, licenses, exchanges of
currency, or any other transfer for consideration or receipt in
exchange for consideration.

17528.  Jurisdiction for actions brought pursuant to this article
shall be in accordance with Section 410.10 of the Code of Civil
Procedure.
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