
Client
ALERT

June  2 00 1

Supreme Court Rules in Favor of Freelance Writers in
Closely-Watched Copyright Case
PPuubblliisshheerrss  DDoo  NNoott  HHaavvee  IImmpplliieedd  RRiigghhtt  ttoo  LLiicceennssee  AArrttiicclleess  ttoo  EElleeccttrroonniicc  DDaattaabbaassee

In a decision that affects publishers,
database services and others who
would acquire rights in articles
appearing in print publications, the
U.S. Supreme Court ruled June 25
that the New York Times, Newsday
and Sports Illustrated, along with
database services such as Lexis/Nexis,
infringed the copyrights of six free-
lance writers by reproducing their
articles in electronic, searchable form
on the database services. New York
Times Co., Inc., et al. v. Tasini, et al., ___
U.S. ___, 2001 U.S. LEXIS 4667 (June
25, 2001).

The Issue
The case involved the scope of the
copyright held by publishers of a
"collective work" under the Copyright
Act of 1976. A "collective work"
includes a newspaper, magazine or
other assembly of separate and inde-
pendent contributed works, such as
articles. 17 U.S.C. § 101.

Under Section 201(c) of the
Copyright Act, 17 U.S.C. § 201(c),
"[c]opyright in each separate contribu-
tion to a collective work is distinct
from copyright in the collective work
as a whole, and vests initially in the
author of the contribution" -  for
example, the writer of an article that
appears with others in a periodical.
Unless the parties agree otherwise, "the
owner of the copyright in the collec-
tive work is presumed to have
acquired only the privilege of repro-
ducing and distributing the contribu-
tion as part of that particular collec-

tive work, any revision of that collec-
tive work, and any later collective
work in the same series."

The Contentions
The freelance writer plaintiffs in
Tasini argued that their retained copy-
rights in their individual contributions
to defendants' publications were
infringed when the publishers and
database services made their articles
separately available for retrieval and
copying from the electronic databases.
(Staff writers employed by the publi-
cations could not make such an argu-
ment, because their contributions
would constitute "works made for
hire," in which the entire copyright
would vest not in the employee writer,
but in the employer publisher, which
is deemed the "author" of the work.
17 U.S.C. § 201(b).)

The publisher and database service
defendants in Tasini contended that
the electronic database versions of
the articles simply constituted "revi-
sions" of the original collective print
editions. Thus, they claimed the priv-
ilege to reproduce and distribute the
articles in that form under section
201(c).

The Decision
A 7-2  majority of the Supreme
Court, in an opinion by Justice
Ginsburg, affirmed judgment for the
freelancers on their copyright
infringement claim. The Court held
that the electronic versions of their
articles were new, separate reproduc-

tions and publications of their indi-
vidual works, and not simply electron-
ic revisions of the original collective
print works.

The Court could not reconcile the
defendants' contentions with the dis-
tinction between the copyright in the
collective work and the copyright in
its individual contributions. The col-
lective work copyright extends only to
the original material added and owned
by the publisher, 17 U.S.C. § 103(b),
and to the "selection, coordination
and arrangement" of the separate
contributions, Feist Publications, Inc. v.
Rural Telephone Service Co., 499 U.S.
340, 358 (1991). However, the Court
observed, these elements, visually
apparent to a reader of the print pub-
lication itself, were either removed
from the electronic versions of the
publications provided to the databases
or not otherwise perceptible to the
database users. Only individual arti-
cles responsive to search criteria
appear to the user - not the other arti-
cles "selected and arranged" with it,
or the banner, layout or other creative
elements added by the owner of, the
original collective work.

Persuaded by this perceptible differ-
ence in form, the Court ruled that the
appearance of plaintiffs' articles in the
electronic databases exceeded the sec-
tion 201(c) privilege of the copyright
owner of a collective work to repro-
duce the individual contributions in
"as part of . . . any revision of that col-
lective work."  Because the publishers
had not specifically obtained from the
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freelance writers the right to repro-
duce and distribute their articles in
the electronic formats at issue, the
Court held that the defendants
infringed the copyrights retained by
the writers in their separate, individ-
ual contributions.

The Implications
Defendants warned, and were joined
by amici such as historian Ken Burns,
that a ruling in favor of the writers
would have "devastating" conse-
quences for the integrity of electronic
databases and archives of previously
published materials. Stripping elec-
tronic media of potentially-infringing
material originally contributed by
freelancers to collective print works
would certainly present a substantial
and expensive challenge to collective
work publishers and licensees of their
collections. It also could significantly
impair scholarly, legal and other
research, as well as the reliability of
licensing transactions.

"Notwithstanding [such] dire predic-
tions," the Court observed, "it hardly
follows . . . that an injunction against
the inclusion of these Articles in the
Databases (much less all freelance
articles in any databases) must issue."
The Court suggested that the parties
and other groups representing writers

and publishers, as well as the courts
and Congress, can come up with rea-
sonable means of compensating free-
lance authors. It cited as one example
the blanket performance royalty
model used in the music business. As
for the Tasini plaintiffs' specific reme-
dy, the Court remanded that issue
back to the district court for 
determination.

The Court's decision will primarily
impact previously existing collective
works and databases. Those entering
into licenses to use archived materials
from such sources - whether for
research purposes, entertainment
projects or anything else - clearly
must make sure they have the proper
rights from the underlying copyright
owners of individual contributions to
the collective work or works of
interest.

The case, which has been pending in
the federal courts for several years,
already has affected deals into which
publishers are entering with freelance
authors. Just as motion picture com-
panies changed their rights agreement
forms twenty years ago when some
were adjudicated as not having rights
in the then-new medium of home
video, publishers of collective works
by now should be providing expressly
in their licenses with individual con-

tributors for the right to reproduce
and distribute the contributions in
electronic media (and, to be as insu-
lated as possible, by all other means,
media and devices, whether now
known or hereafter discovered).
Those who have not yet modified
their forms certainly should do so.
Meanwhile, collective work publishers
and their licensees who at any time
failed to acquire such rights can
expect to spend some time dealing
with the exposure they now face by
some combination of litigation,
negotiation and clean-up of their 
collections.
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