
 

  1 
 1 

Patent Reform, Including Supplemental Examination, 
Passes Today’s Senate Judiciary Committee Vote 
BY BRUCE M. WEXLER & DAVID M. CONCA  

The U.S. Senate Judiciary Committee today favorably reported the patent reform bill, S. 23. We 
understand that the vote was 15 Yes, 0 No, and 2 Pass. The bill contains several important provisions 
impacting U.S. patent law, including adding a “supplemental examination procedure” that can be used 
to cure potential inequitable conduct, moving to a “first to file” system, adding judicial gatekeeper 
provisions for damages, and adding post-grant review procedures. 

Of particular potential interest to innovative pharmaceutical companies was the fact that an 
amendment that had been circulating to strike S. 23’s provisions regarding supplemental examination 
– GRA11047 – was not introduced. 

The supplemental examination provisions in S. 23 (beginning at page 84 of the bill) create a 
mechanism for patentees to potentially eliminate inequitable conduct allegations by requesting that 
the PTO consider, reconsider, or correct information believed to be relevant to the patent. Upon such a 
request, the PTO must promptly address it and decide whether the information presented raises a 
substantial new question of patentability. If a substantial new question of patentability is raised, the 
PTO will place the patent into reexamination. Regardless of whether a substantial new question of 
patentability is found, however, if such a disclosure of information is made then the bill provides that 
this information cannot be a basis for an inequitable conduct defense in litigation. The bill also 
provides that the mere availability of supplemental examination cannot be a factor for a finding of 
inequitable conduct (in case the patentee does not avail itself of this procedure). 

Currently, the law does not have a mechanism in place for patent owners to seek to cure or correct 
patents after issuance in a way to prevent later inequitable conduct charges. In fact, aggressive 
accused infringers have sought to use the PTO’s finding of importance of information made in the 
course of a patentee’s effort to cure potential prior inequitable conduct as support for their arguments 
in favor of inequitable conduct. Supplemental examination could provide a mechanism for patent 
owners to make disclosures to correct, amplify or reconsider the prior record, in a publicly available 
manner, giving the PTO discretion to determine the potential relevance to patentability of such 
disclosures. 

But, the bill requires patentees to be proactive because it contains certain exceptions to the ability to 
avoid inequitable conduct using supplemental examination. For example, supplemental examination 
must be requested before the inequitable conduct defense is pled with particularity in litigation or in a 
Hatch-Waxman Act ANDA notice letter. Also, the protection does not apply to a defense of inequitable 
conduct raised in a patent infringement action unless the supplemental examination and 
reexamination are concluded before the action for patent infringement is filed.  Patentees therefore 
are incentivized to review their important patent portfolios in advance of potential litigation to 
determine whether to make a supplemental examination request. 
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If you have any questions concerning these developing issues, please do not hesitate to contact any of 
the following Paul Hastings New York lawyers: 

Bruce M. Wexler 
1.212.318.6020 
brucewexler@paulhastings.com 

David M. Conca 
1.212.318.6406 
davidconca@paulhastings.com 
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