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Designing Around A Patent Injunction:  En Banc 
Federal Circuit To Review Standards Applicable 
In Contempt Proceedings 

BY LAWRENCE GOTTS AND ELIZABETH ROESEL 

In its ongoing effort to clarify and expound upon various patent law doctrines, the Federal Circuit has 
granted a petition for en banc rehearing, this time to review the standards applicable when a patentee 
moves for contempt of an injunction that enjoins an adjudicated infringer from engaging in further 
acts of infringement.  Dating back at least as early as 1985, these standards seek to strike a balance 
among the competing interests of the patent owner, who has already obtained a favorable judgment, 
the interests of the adjudicated infringer who seeks to “design around” the patent, as well as the 
interests of the courts in curtailing endless litigation.  The en banc court will consider both the 
procedural issue of when summary contempt proceedings are appropriate, and the substantive issue 
of when an adjudicated infringer should be found in contempt. 

The vehicle for en banc review is the long-running battle between TiVo and defendants Dish Network 
and Echostar relating to TiVo’s patent directed to the simultaneous recording and play back (time-
shifting) of television broadcasts using a digital video recorder (DVR).  TiVo brought suit in the Eastern 
District of Texas in 2004.  Following a jury verdict in favor of TiVo, the district court issued a 
permanent injunction requiring that defendants:  (1) stop making, using, offering or selling the 
receivers that were found to infringe (the “infringement” provision); and (2) disable the DVR 
functionality in existing receivers, except for selected receivers that were already in use by subscribers 
(the “disablement” provision).  Defendants appealed, and in 2008, the Federal Circuit affirmed the 
judgment of infringement, at least with respect to some of the patent claims.  The injunction had been 
stayed pending appeal, but took effect immediately following the Federal Circuit’s decision.  While its 
appeal was pending, defendants redesigned their DVR software, downloaded the redesigned software 
to existing receivers via satellite and implemented the redesigned software in its new receivers.  TiVo 
then moved for contempt.  Following a series of hearings, the district court found that defendants had 
violated the injunction, rejecting the argument that modifications to their DVR software avoided 
infringement.  Defendants again appealed. 

On March 4, 2010, a divided panel of the Federal Circuit affirmed the finding of contempt.  Tivo v. 
Echostar Corp., 597 F.3d 1247 (Fed. Cir. 2010).  The majority opinion, written by Judge Lourie and 
joined by Judge Mayer, separately addressed the “infringement” and “disablement” provisions of the 
injunction.  With respect to the “infringement” provision, the majority applied the two-step inquiry 
applicable under KSM Fastening Systems, Inc. v. H.A. Jones Co., 776 F.2d 1522, 1530 (Fed. Cir. 
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1985), considering first whether contempt proceedings were appropriate and second, whether 
defendants’ redesigned products infringed TiVo’s patent. 

Addressing the procedural issue, the panel applied KSM’s “colorable differences” test, namely 
comparing the redesigned product with the adjudicated product to determine whether there is “more 
than a colorable difference” such that there are “substantial open issues with respect to infringement.”  
TiVo, 597 F.3d at 1252.  The majority agreed that defendants’ software modifications raised no 
substantial open questions of infringement and therefore it was not an abuse of discretion to proceed 
via contempt, rather than a full blown infringement trial.  Defendants argued that elimination of a 
feature that TiVo had relied upon to satisfy one of the claim limitations raised a substantial open 
question.  But relying on evidence that another software component satisfied the disputed limitation, 
the majority rejected that argument, holding there is no requirement that the redesigned device 
infringe in exactly the same manner as has already been adjudicated to infringe.  Id. at 1254.  
According to the majority, contempt proceedings may be appropriate, even where the patentee is 
required to “remap each claim limitation against different components,” thereby raising new issues 
relating to how the claim is applied to the accused device.  Id. at 1255.  The majority also found that 
defendants’ evidence of good faith – thousands of man-hours spent on the redesign effort and a 
noninfringement opinion from a respected law firm – was not enough to avoid a finding of contempt.  
Id. at 1255-56. 

Regarding the substantive infringement issue, the majority rejected defendants’ argument that TiVo’s 
theory of infringement in the contempt proceeding was inconsistent with the position it had 
successfully advocated in the earlier trial, finding no clear error in the district court’s determination 
that the redesigned products infringed.  Accordingly, the panel held it was not an abuse of discretion 
to find Dish Network and the other defendants in contempt of the infringement provision of the 
injunction.  Id. at 1256-58. 

With respect to the “disablement” portion of the injunction, the majority agreed with TiVo’s 
interpretation of that provision, namely that it required defendants to remove all DVR functionality 
from their receivers and that it could not be satisfied merely by replacing that software with a 
noninfringing substitute.  The majority was particularly swayed by an inconsistency between 
defendants’ interpretation of the “disablement” provision when arguing for a stay of the injunction 
pending appeal and their contrary interpretation in seeking to overturn the finding of contempt.  Id. at 
1260.  According to the panel decision, defendants waived any argument that the “disablement” 
provision was overbroad by failing to challenge the scope of the injunction in their prior appeal.  Id. at 
1261.  Finally, the panel held that district court had “ample justification” for amending the injunction 
to require that defendants’ obtain the court’s pre-approval before implementing any further design-
around.  Id. at 1262. 

The majority opinion drew sharp criticism from the dissenting panel member, Judge Rader, who 
disagreed both with the application of the “colorable differences” test and the majority’s interpretation 
of the “disablement” provision of the injunction.  According to the dissent, contempt proceedings were 
not appropriate with respect to defendants’ redesigned products because:  “[t]he accused structures 
are different,” “[t]he theories of infringement are different,” “[t]he pertinent claim constructions apply 
in ways that are different,” and “[t]he parties’ positions have flip-flopped.”  TiVo, 597 F.3d at 1263 
(Rader, C.J., dissenting).  Judge Rader criticized the majority’s interpretation of the “disablement” 
provision, saying “no reasonable patent attorney would read it as this court does.”  Id.  According to 
Judge Rader, precedent required that the overbroad injunction be narrowly interpreted in the context 
of contempt proceedings.  Id. 
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In their petition for rehearing, the Dish Network and Echostar defendants echoed the criticisms of the 
dissent.  According to defendants, “the panel majority dramatically altered the existing rules as to 
when a business found liable for infringement may be held in contempt after redesigning its product.”  
Petition for Rehearing En Banc, No. 2009-1374, 2010 WL 1810609, at *2 (Fed. Cir. April 5, 2010).  
The petition was supported by an amicus brief submitted by five law professors who asserted that the 
panel decision threatens to undermine the incentive to design around a valid patent. 

The en banc court apparently views the TiVo case as an appropriate opportunity to further develop the 
law applicable on motions for contempt of an injunction against patent infringement.  In granting the 
motion for rehearing, the Court vacated the panel decision and invited further briefing, including 
amicus briefs, addressing the following questions: 

a)  Following a finding of infringement by an accused device at trial, under what 
circumstances is it proper for a district court to determine infringement by a newly accused 
device through contempt proceedings rather than through new infringement proceedings?  
What burden of proof is required to establish that a contempt proceeding is proper? 

b)  How does “fair ground of doubt as to the wrongfulness of the defendant’s conduct” 
compare with the “more than colorable differences” or “substantial open issues of 
infringement” tests in evaluating the newly accused device against the adjudged infringing 
device?  See Cal. Artificial Stone Paving Co. v. Molitor, 113 U.S. 609, 618 (1885); KSM 
Fastening Sys., Inc. v. H.A. Jones Co., 776 F.2d 1522, 1532 (Fed. Cir. 1985). 

c)  Where a contempt proceeding is proper, (1) what burden of proof is on the 
patentee to show that the newly accused device infringes (see KSM, 776 F.2d at 1524) and (2) 
what weight should be given to the infringer’s efforts to design around the patent and its 
reasonable and good faith belief of noninfringement by the new device, for a finding of 
contempt? 

d)  Is it proper for a district court to hold an enjoined party in contempt where there is 
a substantial question as to whether the injunction is ambiguous in scope? 

TiVo, Inc. v. Echostar Corp., No. 2009-1374, 2010 WL 1948577 (Fed. Cir. May 14, 2010).  Even 
though the panel decision does not purport to alter the “colorable differences” test or the burdens of 
proof applicable under KSM, the en banc court nevertheless intends to revisit those standards and 
consider any possible alternatives or subsidiary tests proposed by the parties and amici curiae.  Many 
have criticized the existing standards for failing to provide a sufficient analytical framework for 
enabling district court judges to make a reasoned distinction between a redesign that that should be 
adjudicated in contempt proceedings and one that deserves a fresh look in the context of a new trial.  
The stark contrast between the majority and dissenting opinions highlight the widely differing 
conclusions that can be reached under the existing “colorable differences” test.  The Federal Circuit’s 
en banc decision will hopefully provide additional guidance to patent litigants and the district courts 
regarding the circumstances in which contempt proceedings are appropriate when an adjudicated 
infringer redesigns his product in an effort to avoid infringement. 
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If you have any questions concerning these developing issues, please do not hesitate to contact any of 
the following Paul Hastings Chicago lawyers: 

Lawrence J. Gotts 
202-551-1877  
lawrencegots@paulhastings.com  

 

Elizabeth M. Roesel 
202-551-1762  
elizabethroesel@paulhastings.com  
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