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A License to “Make, Use, and Sell” a Patented 
Product Inherently Includes “Have Made” Rights 
BY JANE SONG AND JULIA MILLER 

Introduction 

On May 22, 2009, the United States Court of 
Appeals for the Federal Circuit ruled in Corebrace 
LLC v. Star Seismic LLC, 2008-1502, that the 
right to “make, use, and sell” a patented product 
inherently includes the right for the licensee to 
have the product made for it by a third party. 
This holding may surprise many licensing 
practitioners whose common practice has been 
to include an express “have made” right in a 
patent license grant where such a right was 
intended to be granted. Under Corebrace, 
however, the drafter of a patent license 
agreement must include language evidencing a 
clear intent to exclude a “have made” right in 
order to rebut the presumption that a license to 
“make, use, and sell” a patented product 
includes an inherent right of the licensee to have 
the product made for it by a third party. 

Background 

The Plaintiff, CoreBrace LLC (the “Licensor”) 
owned U.S. Patent 7,188,452 (“the ’452 
patent”), which is directed to a brace for use in 
the fabrication of earthquake-resistant steel-
framed buildings. The defendant, Star Seismic 
LLC (the “Licensee”), held a nonexclusive license 
under the ’452 patent (the “License”) to “make, 
use, and sell” products covered by the licensed 
patent. The License grant did not explicitly 
provide a “have made” right, which would have 

expressly permitted the Licensee to have 
licensed products made for it by a third party. 
The License specifically restricted the Licensee’s 
right to assign, sublicense, or transfer its rights 
to any third party and reserved for the Licensor 
all rights not expressly granted to the Licensee. 
Nevertheless, the Licensee used third-party 
contractors to manufacture licensed products for 
the Licensee’s own use. 

The Licensor claimed that the Licensee’s use of 
such third-party manufacturers constituted a 
breach of the License because the license grant 
lacked a “have made” right. The Licensor argued 
that, because the License reserved to it all rights 
not expressly granted to the Licensee (a 
“reservation of rights” clause), and the license 
grant did not expressly include a “have made” 
right, this right was not granted to the Licensee. 
In addition, because the License contained a 
prohibition against sublicensing, the third-party 
manufacturers clearly could not be operating 
under a sublicense granted by the Licensee. 
Before CoreBrace, many practitioners may have 
expected such arguments to carry the day. 

The Licensee, on the other hand, argued that the 
grant of a right to “make, use, and sell” a 
patented product inherently includes the right to 
have others make the product for a licensee, 
unless the “have made” rights have been 
expressly excluded in the license agreement. The 
Federal Circuit agreed with the Licensee. 
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In reaching its conclusion, the Court relied 
primarily on a prior decision by the Court of 
Claims which concluded that a license to 
produce, use, and sell a product is not restricted 
to production by the licensee personally or use 
by him personally or sales by him personally, but 
permits him to employ others to assist him in 
production, and in the use and in the sale of the 
invention. Carey v. United States, 326 F.2d 975, 
979 (Ct. Cl. 1964). Although the Licensor in 
CoreBrace argued that Carey was distinguishable 
because the license in that case was exclusive 
and included a right to sublicense, which 
inherently includes the right to have the product 
made, the Court found that the logic of Cary did 
not rely upon either exclusivity or the right to 
sublicense. According to the Court, the 
distinction between an exclusive license and a 
nonexclusive license has no relevance to how the 
product is made, and a right to “have made” 
does not constitute the exercise of a sublicense. 

In response to the Licensor’s argument that, 
because the Licensor reserved all rights not 
expressly granted to the Licensee, the Licensor 
could not have implicitly granted the “have 
made” right, the Court stated that, because the 
right to “make, use, and sell” a product 
inherently includes the right to have it made, 
“have made” rights are included in the License 
and not excluded by the reservation of rights 
clause, and that only a clear intent shown in the 
agreement to expressly exclude the “have made” 
right can negate what is otherwise inherent. 

Applying the rule of Carey to the facts of 
CoreBrace, the Court held that, although the 
License in CoreBrace did not expressly include a 
“have made” right, the License to “make, use, 
and sell” licensed products inherently carried 

with it an implied license to have the products 
made for the Licensee by a third party because 
the agreement did not contain a clear indication 
of intent to the contrary. Therefore, the Licensee 
had not breached the License agreement by 
using third parties to manufacture licensed 
products. 

Drafting Tips 

Based on this decision, careful drafting of rights 
of the parties in a patent license agreement 
becomes critical. Not only should the rights that 
are granted need to be expressly stated, but the 
rights that are not being granted should also be 
expressly stated. The parties can no longer rely 
on any catch-all provisions such as reservation 
of rights or no implied licenses. Clearly, based on 
this decision, if the intent of the parties is not to 
provide a “have made” right to the licensee, the 
parties need to expressly state that no “have 
made” rights are being provided by the license. 
However, the opinion in CoreBrace addresses 
more than just “have made” rights. When 
referring to Carey, the Court states that a license 
to “produce, use, and sell” includes the right to 
employ others to assist the licensee in the 
production, use, and the sale of the invention. 
This could mean that unintended third parties, 
such suppliers, contractors, distributors and 
resellers are potentially licensed at least with 
respect to their business activities with the 
licensee, unless those rights are also expressly 
excluded in the license agreement. Therefore, it 
becomes important for the parties in a patent 
license agreement to expressly address which 
third parties are covered and not covered under 
the license grant, as well as the specific activities 
of those third parties that are covered and not 
covered under the license grant. 
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If you have any questions concerning these developing issues, please do not hesitate to contact any of 
the following Paul Hastings lawyers: 

Los Angeles 

Michael K. Lindsey 
213-683-6262 
michaellindsey@paulhastings.com  

New York 

David M. Klein 
212-318-6318 
davidklein@paulhastings.com   

 
 

San Diego 

Julia A. Miller 
858-458-3028 
juliamiller@paulhastings.com  
 
Jane I. Song 
858-458-3043 
janesong@paulhastings.com 
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