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Federal Circuit Affirms USPTO’s Procedural 
Rulemaking Authority, but the Long Battle is Far 
from Being Over 
BY STEVEN P. ARNHEIM, N. THANE BAUZ, MICHAEL D. BEDNAREK, SHANÉE Y. W. NELSON, 
AMY E. SIMPSON AND GABRIEL S. SUKMAN 

Introduction 

In a split decision of what has proven to be a 
closely watched legal debate, the Federal Circuit 
issued its opinion in Tafas v. Doll, 2008-1352 (Fed. 
Cir. Mar. 20, 2009), affirming the United States 
Patent and Trademark Office’s (“USPTO”) primary 
argument that its regulatory scheme constituted 
procedural rulemaking, not substantive change. 
While the 2-1 panel invalidated the USPTO’s Final 
Rule 78, which would have limited the number of 
continuations an applicant is allowed as a matter of 
right, the Federal Circuit upheld the USPTO’s 
limitations for Requests for Continued Examination 
that an applicant is allowed as a matter of right 
and upheld the new requirement of an Examination 
Support Document for all applications submitting 
more than five independent claims or a total of 
25 claims. 

Background 

The four rules at issue in Tafas were as follows: 

• Final Rule 78 – limiting an applicant to two 
continuations (or continuations-in-part) as 
a matter of right. 

• Final Rule 114 – limiting applicants to one 
Request for Continued Examination (“RCE”). 

• Final Rule 75 – requiring applicants to 
submit an Examination Support 
Document with any application containing 
more than five independent claims or 25 
total claims. 

• Final Rule 265 – setting forth the 
requirements for the Examination Support 
Document of Rule 75. 

The limitations on continuation applications and 
Requests for Continued Examination imposed by 
Rules 78 and 114 could only be exceeded by a 
petition establishing that the information could 
not have been provided any earlier. 

The USPTO has argued that these new rules 
were needed to alleviate a significant backlog in 
the patent office. Originally targeted for a 
November 2007 effective date, the rules quickly 
became the subject of hotly contested litigation, 
and the USPTO was enjoined from enforcing the 
rules. The District Court for the Eastern District 
of Virginia ultimately granted summary 
judgment against the USPTO, finding that the 
USPTO exceeded its rulemaking authority. The 
Federal Circuit affirmed in part, vacated in part, 
and remanded the case back to the Eastern 
District of Virginia for further proceedings. 
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Final Rule 78: The USPTO Cannot Limit 
Continuation Applications 

Final Rule 78 would have limited an applicant to 
two continuations (or continuations-in-part) as a 
matter of right. An applicant filing more than two 
continuation applications would have been 
required to file a petition showing that the 
“amendment, argument, or evidence sought to 
be entered could not have been submitted 
during the prosecution of the prior-filed 
application.” Although the USPTO would still 
accept a continuation application that failed to 
make such a showing, the USPTO could refuse to 
enter or delete any specific reference to the prior 
filed application, thus precluding the applicant 
from claiming the benefit of the earlier filing 
date. Because Final Rule 78 would effectively 
trump 35 U.S.C. § 120 – which does not limit the 
number of continuation applications that may be 
filed and that claim the benefit of the priority 
date of previously filed applications – the Federal 
Circuit invalidated Final Rule 78 as being 
inconsistent with the Patent Act. 

Final Rule 114: The USPTO Can Limit 
Requests for Continued Examination 

Final Rule 114 would limit applicants to one 
Request for Continued Examination (“RCE”) as a 
matter of right, and then require a petition 
similar to that required under Final Rule 78. This 
rule, however, was upheld by the Federal Circuit 
because there was no provision of the Patent Act 
asserted on appeal that would require the USPTO 
to grant unlimited RCEs. Thus, the USPTO’s 
limitations on RCEs did not conflict with the 
Patent Act. 

Final Rules 75 and 265: New 
Requirement for Examination Support 
Document Upheld 

Final Rule 75 would require applicants to submit 
an Examination Support Document with any 
application containing more than five 
independent claims or 25 total claims. Final Rule 
265 outlines the requirements for the 
Examination Support Document, which must 
include: (1) a preexamination prior art search, 

(2) a list of most relevant references, (3) an 
identification of the limitations disclosed by each 
reference, (4) an explanation of how each 
independent claim is patentable over the 
references, and (5) an identification of where in 
the specification each limitation is discussed in 
accordance with 35 U.S.C. § 112, ¶ 1. The 
Federal Circuit upheld the USPTO’s issuance of 
Final Rules 75 and 265. 

The Impact of the Tafas Decision 

The Tafas case has been closely monitored by all 
segments of the patent community. Although the 
initial reaction of many was to characterize the 
Federal Circuit’s opinion as drastic and 
unexpected, the ultimate impact of the Federal 
Circuit’s opinion in Tafas is uncertain. The 
Federal Circuit, choosing not to take advantage 
of the opportunity to settle the scope and 
application of the USPTO rules, remanded the 
case back to the district court to resolve the 
following issues: (1) whether the rules are 
arbitrary and capricious; (2) whether the rules 
conflict with the Patent Act in any way not 
specifically addressed in the Federal Circuit 
opinion; (3) whether all USPTO rulemaking is 
subject to notice and comment under 5 U.S.C. 
§ 553; (4) whether the rules are impermissibly 
vague; and (5) whether the rules are 
impermissibly retroactive. 

What is certain from the Tafas decision is that the 
debate is far from being over. With a vast 
majority of the patent bar having expressed 
opposition to the rationale of Tafas, a rehearing 
en banc is a distinct possibility. Alternatively, the 
district court may reconsider the rules on remand. 
Should the district court determine that the rules 
will have retroactive application, a flurry of 
litigation is bound to follow. Should the district 
court uphold Final Rule 114 on RCE limits, a 
logical result would be an increase in the number 
of continuation applications being filed, since the 
cost of a continuation application is comparable to 
that of an RCE and the result would be essentially 
similar. Naturally, this would only increase the 
burden of the USPTO because a continuation 
application represents a new application, rather 
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than simply an extension of an existing 
application, and thus must be examined in 
addition to the prior application. In light of these 
added administrative costs, the USPTO may not 
pursue the remainder of the rule package in its 
current form, because an essential element of the 
scheme has been invalidated. The USPTO issued a 
statement on its website that the Final Rules will 
not be implemented at this time. 

It is also certain that the Tafas opinion is likely 
to act as a catalyst for further procedural 
rulemaking by the USPTO. Having lost its effort 
to limit the number of continuation applications 
allowed as a matter of right (a major impetus of 

the rule changes in the first place), the USPTO is 
bound to seek other solutions to ease the 
backlog at the patent office. Undoubtedly, the 
patent community will continue to closely 
monitor the debate in anticipation of the reaction 
of the district court and the USPTO on remand. 

Patent practitioners and companies seeking 
patent protection should closely monitor the 
Tafas case on remand and any future rule 
changes proposed by the USPTO. USPTO rule 
changes and proposed rule changes are 
published in the Federal Register, which can be 
accessed free of charge online at 
http://www.gpoaccess.gov/fr/. 
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