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Federal Circuit Decision Impacts the Use of 
Experts in Patent Cases 
BY ROBERT M. MASTERS AND BROCK S. WEBER 

I. Introduction 

This Client Alert provides an update to our 
previous Alert entitled, “Intellectual Property 
Outlook for 2009: Cases and Trends to Follow.” 
Recently, the U.S. Court of Appeals for the 
Federal Circuit issued its decision in Monolithic 
Power Systems, Inc. v. O2 Micro Int’l, regarding 
the use of court-appointed experts in patent 
infringement cases. As noted in our previous 
Alert, this decision has the potential to set a new 
trend in patent infringement cases and can have 
broad implications on the ability of counsel to 
control their cases and how cases are tried to a 
judge or jury. A weak case is more likely to be 
exposed if the court appoints an independent 
expert who has an in-depth understanding of the 
technology at issue.  

II. Court-Appointed Experts for 
Infringement and Validity Testimony 

On March 5, 2009, the U.S. Court of Appeals for 
the Federal Circuit sanctioned the use of court-
appointed experts for jury testimony regarding 
the issues of patent infringement and validity. 
Monolithic Power Systems, Inc. v. O2 Micro Int’l, 
No. 2008-1128 (Fed. Cir. March 5, 2009). In this 
case, O2 Micro appealed a jury finding that its 
patent was invalid and not infringed. The jury in 
the Northern District of California was allowed to 
hear testimony by an independent, court-
appointed expert that the patent-in-suit was 

invalid and not infringed by Monolithic Power 
Systems. No. 04-2000 (N.D. Cal. Oct. 30, 2007). 
O2 Micro argued on appeal that the appointment 
of a special expert undermined its Seventh 
Amendment right to a trial by jury. The company 
pointed out that the California judge had said in 
a case management conference that the jury 
would likely depend heavily on the expert’s 
testimony because the jury would not be able to 
understand the case on its own. 

Judge Randall R. Rader, on behalf of a three-
judge panel for the Federal Circuit, rejected O2 
Micro’s argument, holding that the district court 
did not abuse its discretion under Ninth Circuit 
law when it appointed a special expert to testify 
before the jury that found O2 Micro’s patent 
invalid. Judge Rader ruled that a district court 
judge is allowed to appoint a special expert 
under Rule 706 of the Federal Rules of Evidence, 
even though the rule is rarely invoked. 

The Federal Circuit found that O2 Micro’s right to 
a trial by jury was not denied or encumbered 
because the district court followed the standards 
laid out in Rule 706. First, both parties were 
permitted to show cause why an expert witness 
should not be appointed and the court allowed 
the parties to nominate candidates for the 
position. Second, the court specifically defined 
the expert’s duties and allowed both parties to 
depose the expert or examine him at trial. Also, 
the parties’ ability to call their own witnesses 
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was not limited. Lastly, the Federal Circuit found 
that the district court did not abuse its discretion 
by informing the jury of the expert’s independent 
status because Rule 706 authorizes such a 
disclosure. The district court showed the proper 
discretion by instructing the jury to not assign 
undue weight to the expert’s testimony just 
because he was independently appointed. 

The Federal Circuit did comment, however, that 
“the predicaments inherent in court appointment 
of an independent expert and revelations to the 
jury about the expert’s neutral status trouble 
this court to some extent.” Still, the district court 
did not abuse the broad scope of discretion it 
enjoyed under Ninth Circuit law because the 
court found that the case before it was 
“unusually complex” and involved “starkly 
conflicting expert testimony.”  

III. Conclusion 

In light of this decision, counsel in patent cases 
should be prepared to consider the appointment 
of an independent expert in situations where the 
technology at issue is arguably complex. The 
party with the stronger case on the technical 
merits should feel free to urge the court to 
appoint an independent expert. Also, it would be 
prudent to address the court’s concern with the 
complexity of your case early on and to identify 
favorable candidates for possible appointment by 
the court. After all, the jury is likely to rely on 
any testimony that appears court-sanctioned, 
regardless of any limiting instructions to the 
contrary.  
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