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Partial Amendment of the Japan Patent Law 
Registration System for Provisional License at the Stage of Patent Application will take effect 

as of April 1, 2009 
BY ARATA NOMOTO AND YUKO OHBA 

1. Introduction  

On December 26, 2008, the Japanese 
Government issued a Cabinet Order to put the 
Law Partially Amending the Patent Law and 
other IP-related Acts (Law No. 16 of 2008) 
(“The Amended Patent Law” or “Amendment”) 
into effect as of April 1, 2009.  

Of particular interest in this amendment is the 
establishment of a registration system for 
provisional licenses at the stage where the 
patent application is filed but the patent is not 
yet issued, and the limitations on disclosure of 
the registered information. This alert aims to 
provide a background of the amendment and 
an overview of the effects of the new 
registration system.  

2. The Establishment of a Registration 
System for Provisional Licenses at the 
Stage of Patent Application  

Need for Protection of Licensees 

In recent years, based on developments in the 
strategic decision-making landscape such as 
choice and concentration in the field of 
research and development, the expansion of 
markets for a company’s own technical know-
how, and the diversification of business risks, 
companies are becoming increasingly 
aggressive in licensing the patent rights and 
also licensing at the patent pending stage.   

Besides, for university TLOs (Technology 
Licensing Organization) or venture companies, 

the right to receive a patent is becoming a 
valuable property right. Accordingly, such 
licenses are actively made in practice. 
Pursuant to a research by the Japan Patent 
Office, after 2003, the total amount of the 
license fees paid by domestic companies and 
the total amount of the license fees paid to 
university TLOs, etc., have been increasing. 

At the same time, with the increase of 
business transfers or business closings arising 
from corporate restructuring including 
mergers and acquisitions, the transfers of 
intellectual properties are likewise increasing. 
As researched by the Japan Patent Office, the 
number of transfers of patent rights was 
4,244 in 1999, 7,689 in 2001, and 11,174 in 
2006, and the number of transfers of the right 
to receive a patent was 11,370 in 1999, 
18,819 in 2001, and 21,336 in 2006. These 
numbers have continued to rise in both areas. 

Such increases in the utilization of licenses 
and transfer of patent rights have been 
considered to have resulted in potentially 
greater risks of termination of the license 
agreement with the attendant risks of 
business continuity for licensees in cases 
where the licensed patent or patent 
application is transferred, or where the 
patentee or patent applicant goes bankrupt.  

In light of this, it can be said that the need for 
protection of licensees becomes a significant 
factor.  
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The System under the Current Patent 
Law 

Under the current Patent Law, in order for 
persons other than the patentee to work the 
patented invention, there are two types of 
licenses to facilitate this, an “Exclusive 
License” 1  (Senyou-jisshiken) and a “Non-
Exclusive License (or Ordinary License)” 2 
(Tsujou-jisshiken).  

Since the exclusive license provides an 
exclusive right similar in some respects to the 
patent right, for entry into force it is required 
to be registered with the Japan Patent Office. 

On the other hand, in regard to the non-
exclusive license or ordinary license, although 
it is not necessary to register it with the Japan 
Patent Office to be effective between the 
licensor and licensee, when so registered, the 
licensee may assert the right against third 
parties. 

Therefore, the act of registering the non-
exclusive license with the Japan Patent Office 
in advance has the following effects: 

1) where the licensed patent has been 
transferred by the licensor to a third party 
along with the business transfer, etc., the 
non-exclusive licensee may assert its right 
under the non-exclusive license against a third 
party such as a successor to the patent 
holder, and will not be subject to an injunction 
and/or be liable for compensation for 
damages; and 

2) where the licensor becomes bankrupt, the 
license agreement shall not be terminated by 
the trustee in bankruptcy3. This is because a 
non-exclusive license registered with the 
Japan Patent Office falls under the category of  
“an agreement for establishing a right for 
obtaining profit from the use and fulfills the 
required condition to assert the right against 
the third party” (Bankruptcy Law Article 
56(1)).   

However, under the current Patent Law, there 
is no provision for the registration of a license 
at the stage of the pending patent application. 
Therefore, such a licensee was not adequately 

protected in the case where the patent 
application is transferred or where the 
applicant goes bankrupt. 

Overview of the Amendment 

In order to protect provisional licenses at the 
stage of patent application, a new registration 
system has been established (The Amended 
Patent Law Article 27). More specifically, there 
are two types of such provisional licenses 
which may now be registered: “Provisional 
Exclusive License” (Kari-Senyou-Jisshiken) 
and “Provisional Non-Exclusive License” (Kari-
Tuujou-Jisshiken) (The Amended Patent Law 
Article 34-2 (1) and 34-3 (1)).  

The Amendment prescribes that upon 
registration of the establishment of the patent 
right, the provisional exclusive license 
becomes extinguished and it is to be deemed 
that an exclusive license has been established 
with respect to the patent right (The Amended 
Patent Law Article 34-2 (2)). It also prescribes 
that upon the registration of the 
establishment of the patent right, the 
provisional non-exclusive license becomes 
extinguished and it is to be deemed that a 
non-exclusive license has been granted with 
respect to the patent right (The Amended 
Patent Law Article 34-3 (2)). The scope of the 
license which has been established or granted 
in each case shall be within the range 
described in the patent claim(s) and the 
concerned license agreement. 

In the same situation as the exclusive license, 
the provisional exclusive license must be 
registered in order to take effect (The 
Amended Patent Law Article 34-4 (1)). For the 
provisional non-exclusive license, registration 
is a pre-requisite for asserting the license 
against a third party (The Amended Patent 
Law Article 34-5 (1)). 

Under the new provisions, a licensee will be 
protected even before the establishment of 
the patent right by effecting registration of the 
provisional licenses with the Japan Patent 
Office. Such a licensee can assert a 
provisional license against the assignee of the 
patent or patent application, and if such 
patentee or patent applicant goes bankrupt, 
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the trustee in bankruptcy cannot cancel the 
license agreement of the registered licensee 
by applying the Bankruptcy Law, Article 56. 

Further protection is afforded the licensee to 
work the invention freely prior to the 
establishment of the patent right. Under the 
current law, the patent applicant may, upon 
issuance of patent, demand payment of  
“compensation” to a person who worked the 
invention before the establishment of patent 
right and after the laying open of the patent 
application, if the applicant has served a 
written warning.  
The claim of   “compensation” is not a claim of 
damages or contractual right to royalty, but a 
special right granted to patent applicant under 
the statute. It has been prescribed that when 
the provisional exclusive licensee or 
provisional non-exclusive licensee has worked 
the invention related to the patent application, 
the patent applicant cannot demand payment 
of  “compensation” with respect to working of 
the invention by provisional licensees prior to 
establishment of patent right (The Amended 
Patent Law Article 65 (3)). 
Additionally, it has been prescribed that the 
patent applicant who wished to waive or 
withdraw the patent application in regard to 
which the provisional exclusive license or 
provisional non-exclusive license had been 
granted, the applicant must first obtain the 
consent of the provisional exclusive licensee 
and the registered provisional non-exclusive 
licensee (The Amended Patent Law Article 38-
2). 

3. The Disclosure Limitation regarding 
the Registration Information of Non-
exclusive Licenses 

Under the current registration system of the 
non-exclusive license of patent rights, 
registered information such as the name of 
the licensor, the name of licensee, the scope 
of the non-exclusive license and license fee, 
etc., are disclosed to the public. 

However, with the increasing business 
concerns that the existence of the license and 
the contents of the license are important 
business secrets, licensors and licensees have 

felt the need to have such information kept 
confidential. 

For this reason, the current registration 
system of non-exclusive licenses has not been 
fully utilized4. 

Accordingly, among the registered items of 
non-exclusive licenses related to patent 
rights, the Amendment limits the disclosure of 
such items which may be prejudicial to 
licensee or licensor’s interests to a party who 
has an interest in the non-exclusive license or 
provisional non-exclusive license, the details 
of such limitation to be further prescribed 
under the Patent Law Enforcement Order (the 
Amended Patent Law Article 186(3)). The 
Amended Patent Law Enforcement Order 
provides that the name of the licensee and the 
scope of the non-exclusive license or 
provisional non-exclusive license are non-
disclosable and persons who have an interest 
in the non-exclusive license or provisional 
non-exclusive license include a holder of the 
patent right, a party who has a right to be 
granted the patent, licensee, a pledgee and 
other secured party, an attaching creditor and 
a person who has a right to disposal of 
property (The Amended Patent Law 
Enforcement Order Article 18 and 19).  

Under the current system, as noted above, 
the amount of the license fee and the 
payment method are disclosed to the public 
(The Patent Registration Order Article 44(2) 
and 45(2)). This registration order has been 
amended to exclude the amount of the license 
fee and the payment method from the 
required registration items, as such items may 
be regarded as business secrets. 

4. Points to Note 

Registration system for Non-exclusive 
Licenses and Provisional Non-exclusive 
Licenses will be expected to be utilized  

To date, because of the demerits caused by 
the disclosure of registered information, the 
registration system for non-exclusive licenses 
has not been fully utilized, as noted earlier. 
With the present amendment, there is a 
possibility that the new registration system of 
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non-exclusive licenses and provisional non-
exclusive licenses will be utilized more.   

Therefore, following this amendment, 
checking the registration and registered items 
with the Patent Office may be more frequently 
required in connection with intellectual 
property transactions, also M&A deals, or 
investments and loans.  In addition, 
considering that under the Amended Patent 
Law, items to be disclosed to the public are 
limited, extra efforts would need to be taken, 
such as requesting the prospective party to a 
transaction to disclose the registered items 
and the contents of the license agreement.   

Registration of “Exclusive Ordinary 
Licenses” and “Sub-licenses” 

In practice, a so-called “exclusive ordinary 
license” is commonly used. This is a type of 
ordinary license, and not an exclusive license 
under the Japan Patent Law: It refers to an 
ordinary license with an exclusivity clause 
under the license agreement, and the licensor 
is contractually restricted from granting 
further non-exclusive licenses to other parties. 
Furthermore, a special provision to allow the 
licensee to sublicense is sometimes included 
in the license agreement.   

When the bill was being drafted, a 
governmental committee had considered 
whether or not a special provision for 
“exclusivity” and “authorization of sublicense” 
should be included among the registered 
items. However, eventually, such a special 
provision was not included in the amendment. 

Succession of Rights and Obligations 
under the License Agreement 

In the case where the non-exclusive licensee 
may assert its own right of the non-exclusive 
license against a third party such as the 
successor to the patent holder, there are 
conflicting views among practitioners and 
scholarly commentators as to whether the 
contractual rights and obligations under the 
license agreement, such as the obligation to 
supply materials, the obligation to provide 
technical training etc., would be succeeded.  
Since the Amended Patent Law has no clear 
provision about the succession of contractual 
rights and obligations, this matter in terms of 
the provisional exclusive license and 
provisional non-exclusive license remains 
arguable.
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If you have any questions concerning this topic, please do not hesitate to contact any of the 
following Paul Hastings lawyers: 

Tokyo 

Arata Nomoto  
81-3-6229-6112 
aratanomoto@paulhastings.com  

Yuko Ohba  
81-3-6229-6164 
yukoohba@paulhastings.com 

  

 

 
1 The exclusive license provides a right to work the patented invention exclusively, so that the exclusive licensee has 
the right to independently file injunctions and/or pursue a claim for compensation for damages against working the 
invention by third parties. 

2  The non-exclusive license provides a right to work the patented invention, and in principle, the non-exclusive 
licensee cannot file injunctions and/or pursue a claim for compensation for damages against working the invention by 
third parties. Except, according to the court precedents, the licensee of the ordinary license with contractual 
exclusivity clause can independently claim for compensation for damages against working the invention by third party. 

3 When a bilateral agreement has not been fully performed by both parties, in principle, the trustee in bankruptcy can 
terminate the agreement (Bankruptcy Law Article 53(1)). 

4 As researched by the Japan Patent Office in 2006, the registered ratio is estimated to be only 1.3% of the total 
number of non-exclusive licenses. 
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