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In The Wake of TS Tech: Decisions from the Western District of 

Wisconsin Indicate Continued Challenges for Transfer Motions 

BY MICHAEL BEDNAREK & ASLAN BAGHDADI

Introduction 

Two recent decisions from the Western District of 
Wisconsin suggest that the Federal Circuit’s 
decision in TS Tech (see earlier alert) may not 
have repercussions in patent friendly forums 
outside the Fifth Circuit. The decisions in Wacoh 
Co. v. Chrysler LLC et al., (“Wacoh”) and 
Ledalite Architectural products v. Pinnacle 
Architectural Lighting, Inc., 2009 WL 54239 
(W.D. Wis. Jan. 7, 2009) (“Ledalite”), both by 
Chief Judge Barbara Crabb, show that even in 
the wake of the Federal Circuit’s TS Tech 
decision, the Western District of Wisconsin is not 
yet ready to grant an increased number of 
motions to transfer venue. 

Background 

In recent years, the U.S. District Courts for the 
Eastern District of Texas and Western District of 
Wisconsin along with several other U.S. District 
Courts have become favorite forums for patent 
plaintiffs seeking speedy resolution of their 
cases. As patentees achieved favorable 
outcomes in those jurisdictions, the perception 
arose among plaintiffs that those forums were 
favorable to patent plaintiffs, thereby leading to 
a trend of filing cases in those districts. 

In many cases, defendants attempt to counter 
this trend by seeking to transfer their cases to 
forums believed to be not as plaintiff-friendly. 

However, the Eastern District of Texas and 
Western District of Wisconsin have usually 
denied motions for transfer, unless the specific 
facts of the particular case compelled transfer. 
This trend appears to have been partially 
reversed, at least in the Eastern District of 
Texas, in view of the recent decision by the 
Court of Appeals for the Federal Circuit in In re 
TS Tech U.S. Corp., Misc. Docket No. 888 (Fed. 
Cir. Dec. 29, 2008) (“TS Tech”), issuing an order 
to the district court to grant the defendants’ 
motion to transfer the case from the Eastern 
District of Texas to the Southern District of Ohio. 
This case was discussed in a recent Paul 
Hastings’ Client Alert, “Leveling the Playing Field 
for Patent Defendants: Is TS Tech a Harbinger of 
Future Transfer Motions for Eastern District of 
Texas Cases?” In TS Tech, the Federal Circuit 
held that the District Court should have granted 
the defendants’ motion for a transfer, because 
the TS Tech case had no meaningful ties to the 
Eastern District. TS Tech, slip op. at 9. 

In the wake of the TS Tech decision, which is 
binding only in the Fifth Circuit, it remains to be 
seen whether courts in other circuits will be 
more receptive to transfer motions. Two recent 
cases from the Western District of Wisconsin 
show that that court it is not yet ready to grant 
an increased number of motions to transfer 
venue. 
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Two Cases from the Western District of 
Wisconsin 

The two post-TS Tech decisions from the 
Western District of Wisconsin involving transfer 
motions provided opposite results. In Wacoh Co. 
v. Chrysler LLC et al., Case No. 08-cv-456-slc 
and 08-cv-691-slc (“Wacoh”), Chief Judge 
Barbara Crabb granted the defendants’ motion to 
transfer the case to the Eastern District of 
Michigan, basing her decision on the overall 
convenience of litigating in the Eastern District, 
given that the primary defendants in the case 
are large automobile manufacturers, many of 
which have their principal place of business or at 
least large operations in that district. Id., slip op. 
at 9-12. In the other decision, Ledalite 
Architectural Products v. Pinnacle Architectural 
Lighting, Inc., 2009 WL 54239 (W.D. Wis. Jan. 7, 
2009) (“Ledalite”), Judge Crabb denied the 
defendants’ motion, holding that the defendant’s 
interest in litigating before its home forum was 
outweighed by the plaintiff’s interest in obtaining 
a speedy resolution. Id., at *3-4. 

In reaching her decision in Wacoh, the Court first 
noted that she was “skeptical” of the applicability 
of the Federal Circuit’s TS Tech decision, 
presumably because in TS Tech the Federal 
Circuit was applying Fifth Circuit law, and 
Wisconsin is in the Seventh Circuit. Wacoh, slip 
op. at 9. She then acknowledged the overall 
convenience of litigating the case in the Eastern 
District of Michigan, as noted above, and that 
the plaintiff’s only interest in litigating in the 
Western District of Wisconsin was the relative 
speed of the docket. Id., slip op. at 10-12. Her 
rationale for transferring the case was 
apparently primarily based upon the plaintiff’s 
actions in creating substantial delay by its 
litigation conduct: 

In the right case, trial speed alone may be the 
determinative factor. … However, in this case 
plaintiff’s interest deserves little weight. First, 
plaintiff does not practice its patent, which 
means that it is not in competition with 
defendants …. Second, and more important, 

plaintiff has created substantial delay by 
litigating the case the way it has. It filed the 
original suit before it established its right to sue 
for past infringement … it chose to sue only large 
car companies despite the likelihood that the 
suppliers of the allegedly infringing parts would 
want in. … By creating its own delay … plaintiff 
has undermined its asserted interest in a speedy 
resolution.  

Id. at 11-12. 

Thus in Wacoh, the Court (1) did not apply TS 
Tech, (2) reiterated a policy in favor of denying 
transfer motion because of plaintiffs’ interest in 
speedy trials, but (3) granted the motion 
because plaintiff’s actions had undermined its 
interest in seeking a speed resolution. 

In Ledalite, the Court initially noted (with respect 
to her due process analysis regarding the 
defendant’s motion to dismiss for lack of 
personal jurisdiction) that “Plaintiff’s evidence of 
minimum contacts is sparse,” because the only 
evidence uncovered by the plaintiff was a 
website by a company describing itself as a 
“manufacturing representative covering the 
territory of Wisconsin,” listing the defendant as 
one of the manufacturers it represented, and 
providing a link to the defendant’s website. 
Ledalite at *1-2. 

Despite the minimal contacts with the Western 
District of Wisconsin described in the 
jurisdictional analysis, and the defendant’s 
unchallenged assertion that neither party had 
any ties with the Western District, the Court 
ruled that the “interests of justice” weighed in 
favor of denying the transfer motion, because 
the case was likely to be resolved more quickly 
in the Western District of Wisconsin. Id. at *3-4. 
Speed was apparently a determinative issue 
because the parties were direct competitors. The 
Court dismissed all arguments regarding the 
presence of witness and records in the 
transferee court, explaining that “in patent 
lawsuits, where experts and lawyers end up 
playing starring roles, vague mentions of 
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“witnesses” and “records” in a given district is 
not persuasive.” Id. at *3. 

In placing great emphasis on the “speedy 
trial/interest of justice” factor, the Court appears 
to be relying in great part on Coffey v. Van Dorn 
Iron Works, 796 F.2d 217 (7th Cir. 1986), a case 
that characterized the “interest of justice” 
analysis as relating to the efficient functioning of 
the courts, not to the merits of the underlying 
dispute. Id. at 221. However, that was pure 
dicta: the decision in the Coffey case did not turn 
on the need for a speedy trial, but rather on the 
facts that there were witnesses and records in 
both the transferor and transferee jurisdictions, 
and that transfer would have been futile because 
the Ohio court would have applied Indiana law, 
barring the plaintiff’s claim even if transfer were 
granted. Thus it would appear that a defendant 
with a straightforward case warranting transfer 
to a district where witnesses and records are 
located would have a better chance of success 
before the 7th Circuit than did the plaintiff in 
Coffey. 

Conclusion 

Taken together, the Wacoh and Ledalite cases 
show that defendants in the Western District of 

Wisconsin will continue to have difficulty in 
trying to convince the court to grant motions for 
transfer to a more convenient forum. In some 
cases, where the transferee forum is a “rocket 
docket,” or where the plaintiff has itself delayed 
in bringing its action, or where the particular 
facts of the case are compelling, transfer 
motions may be granted. The court may be less 
likely to deny transfer in cases in which the 
defendant(s) and plaintiff are not direct 
competitors. However, unless and until an 
appeal of a motion for transfer of a case to a 
district where witnesses live and records are 
maintained is successful, the Western District of 
Wisconsin will likely continue to rely on its 
“speedy trial” rationale for retaining many patent 
cases in that district. That case need not be a 
patent case. If a defendant in a non-patent case 
were to succeed in a transfer motion based upon 
the location of witnesses and records, that would 
allow the Federal Circuit to apply its TS Tech 
rationale relying on the decision by the 7th 
Circuit in a subsequent appeal of a patent case, 
and mandate the transfer of a patent case to a 
district where witnesses and records exist. 

 

  

If you have any questions concerning these developing issues, please do not hesitate to contact any of 
the following Paul Hastings lawyers: 

Washington, D.C. 

Michael D. Bednarek 
202-551-1847 
michaelbednarek@paulhastings.com 

 
Aslan Baghdadi 
202-551-1708 
aslanbaghdadi@paulhastings.com
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