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Leveling the Playing Field for Patent Defendants: Is TS 
Tech a Harbinger of Future Transfer Motions for Eastern 
District of Texas Cases? 

BY STEPHEN S. KORNICZKY, MICHAEL D. BEDNAREK, ASLAN BAGHDADI, ELIZABETH M. ROESEL, QIN SHI 
AND GABRIEL SUKMAN 

Introduction 

Following on the heels of the Fifth Circuit’s 
much-watched en banc decision in In re 
Volkswagen of America, Inc., 545 F.3d 304 
(5th Cir. 2008) (en banc) (“Volkswagen”) 
requiring transfer out of the Eastern District of 
Texas in a personal injury case, the Federal 
Circuit’s December 29, 2008 mandamus order 
in In re TS Tech U.S. Corp., Misc. Docket No. 
888 (Fed. Cir. Dec. 29, 2008) (“TS Tech”) has 
erased any doubts that the Fifth Circuit’s ruling 
also impacts the plaintiff’s choice of venue in 
patent cases. In that case, the Federal Circuit 
overturned the district court’s refusal to 
transfer the case from a forum having no 
meaningful ties to the case. TS Tech, slip op. 
at 9. 

The Federal Circuit’s mandamus order may 
signal a movement toward judicial action that 
provides at least some of the restraint on 
patent owners’ choice of forum that was 
sought in the so far unrealized effort to 
legislate venue reform in the proposed Patent 
Reform Act of 2007. That proposed legislation 
included a provision restricting venue in patent 
cases to a district where either party resides, 
defined as having its principal place of business 
or state of incorporation, or where the 

defendant has committed acts of infringement 
and has a regular and established place of 
business. That reform legislation did not, 
however, survive the 110th Congress. Thus, 
until now the perception had been that 
plaintiffs could file in the Eastern District of 
Texas with less of a risk of having the case 
transferred, and many defendants had low 
expectations for a successful motion for 
change of venue. 

The immediate impact of the Federal Circuit’s 
mandamus order is that it would be expected 
to be more likely than before the TS Tech 
decision that, when there are no witnesses or 
sources of proof in the Eastern District of 
Texas, a patent infringement suit filed in that 
district will be transferred to another 
jurisdiction.  

Background 

The requirements for personal jurisdiction and 
venue in patent cases in the United States are 
quite liberal: a suit for patent infringement 
may be brought in any judicial district where 
the defendant has committed acts of 
infringement. Where the alleged infringement 
involves a consumer product that is widely sold 
and used, that necessarily provides potential 
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plaintiffs with jurisdiction and venue in almost 
all of the U.S. district courts. Personal 
jurisdiction is governed by state long-arm 
statutes and the due process clause. The 
venue provision, 28 U.S.C. § 1400(b), allows 
patent infringement cases to be brought in any 
judicial district where the defendant resides, 
which Congress defined in 1988 to include any 
judicial district where the defendant is subject 
to personal jurisdiction. 28 U.S.C. § 1391. VE 
Holding Corp. v. Johnson Gas Appliance Co., 
917 F.2d 1574, 1583-84 (Fed. Cir. 1990). As a 
result, the personal jurisdiction and venue 
requirements are in essence coterminous, and 
patent infringement cases can be brought 
wherever the defendant has committed acts of 
infringement. This has given plaintiffs in many 
patent infringement cases the freedom to 
select almost any court in the United States 
and to choose a forum that is viewed as 
providing the best chance of success.  

In recent years, the U.S. District Court for the 
Eastern District of Texas has become the most 
common forum for patent infringement cases, 
presumably because of a perception that it is a 
forum favorable to patent plaintiffs. For 
example, although only 23 patent cases were 
filed in the Eastern District of Texas in 2000, a 
total of 371 cases were filed in that district in 
2007 – more than any other district, and 
roughly 12.6% of the total number of patent 
cases filed in the United States as a whole.  

Under 28 U.S.C. § 1404(a), a defendant may 
move for transfer of the case to another 
district, “for the convenience of the parties and 
witnesses, in the interest of justice.” Transfer 
is discretionary with the district court where 
the case was originally brought, i.e., a district 
court’s decision to deny transfer may only be 
reversed by an appellate court if that appellate 
court finds that the district court abused its 
discretion in denying the motion to transfer.  

Until now, the Eastern District of Texas has 
most often denied patent infringement 
defendants’ motions for change of venue, 

unless the specific facts of the case compel 
transfer, for example when there is related 
litigation pending in another district. As a 
general rule, as long as the accused products 
have been sold or used in the Eastern District 
of Texas, the plaintiff’s choice of that forum 
has not been disturbed. 

This trend may now be disrupted as a result of 
the recent decisions by the Court of Appeals 
for the Fifth Circuit in Volkswagen and the 
Court of Appeals for the Federal Circuit in TS 
Tech. In each case, the appellate court granted 
a writ of mandamus overturning the plaintiff’s 
choice to file in the Eastern District of Texas, 
ordering the district court to transfer the case 
to a forum selected by the defendant. These 
cases are likely to have a substantial effect on 
patent litigation, requiring more intense 
analysis of venue factors and potential for 
transfer before a case is filed in a forum that is 
viewed as plaintiff-friendly, but having little 
connection to the facts of the case, and 
emboldening defendants seeking to transfer 
cases out of such a forum on convenience 
grounds. 

The Fifth Circuit Volkswagen 
Precedent 

The Volkswagen case involved an automobile 
accident that occurred in Dallas, Texas, in the 
Northern District of Texas, about 150 miles 
away from Marshall, Texas where the suit was 
brought. The U. S. District for the Eastern 
District of Texas denied Volkswagen’s motion 
for a transfer of the case under 28 U.S.C. § 
1404(a) to the Northern District of Texas, even 
though the crash scene was in the Northern 
District, as well as all of the evidence and 
witnesses. Volkswagen then filed a petition 
with the U.S. Court of Appeals for the Fifth 
Circuit, seeking a writ of mandamus ordering 
the District Court to grant its motion for 
transfer to the Northern District. In a 10-7 en 
banc decision, the Fifth Circuit granted 
Volkswagen’s motion. The Fifth Circuit based 
its decision on four “private” convenience 
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factors – the relative ease of access to sources 
of proof, the availability of compulsory process 
to secure attendance of witnesses, the cost of 
attendance for willing witnesses, and “all other 
practical problems that make a trial easy, 
expeditious and inexpensive” and four “public” 
interest factors – court congestion, local 
interest in having localized interests decided at 
home, the familiarity of the forum with the law 
that would govern the case, and the avoidance 
of unnecessary problems of conflicts of law. 
Volkswagen, 545 F.3d at 314-315.  

A petition for a writ of certiorari is currently 
pending in the Volkswagen case, so that 
decision is not yet final. The impact of TS Tech 
could be reduced if the Supreme Court grants 
the petition. 

Federal Circuit’s TS Tech Decision 

Like Volkswagen, defendant TS Tech sought a 
petition for a writ of mandamus ordering the 
District Court to transfer the case to another 
district under 28 U.S.C. § 1404(a). That 
petition was filed with the Court of Appeals for 
the Federal Circuit, which has appellate 
jurisdiction over all patent cases in the United 
States. The Federal Circuit first held that the 
issue did not involve substantive issues of 
patent law, and then applied the law of the 
regional circuit, i.e., it applied the Fifth 
Circuit’s recent Volkswagen decision to the 
case. It reviewed the district court’s analysis of 
each of the “public” and “private” factors for 
determining forum non conveniens under 28 
U.S.C. § 1404(a), and found that the District 
Court had clearly abused its discretion in 
denying the transfer, holding that the denial of 
the motion was “patently erroneous.” 

The defendant in the TS Tech case is 
incorporated in Ohio, and manufactures 
headrest assemblies for use in automobiles. 
The Federal Circuit found that the only 
relationship between TS Tech and the Eastern 
District of Texas was that several vehicles 
having TS Tech’s products installed therein 
have been sold in the district. “None of the 

companies have an office in the Eastern 
District of Texas; no identified witnesses reside 
in the Eastern District of Texas; and no 
evidence is located within the venue. Instead, 
the vast majority of identified witnesses, 
evidence, and events leading to this case 
involve Ohio or its neighboring state of 
Michigan.” TS Tech, slip op. at 8. 

The Federal Circuit found clear error with 
respect to several key aspects of the district 
court’s analysis: (i) the district court gave too 
much weight to the plaintiff’s choice of venue 
under Fifth Circuit law; (ii) the district court 
ignored Fifth Circuit law in assessing the cost 
of attendance for witnesses by disregarding the 
“100-mile” rule; (iii) the district court erred by 
reading out of the § 1404(a) analysis the 
factor regarding the relative ease of access to 
sources of proof; and (iv) the district court 
disregarded Fifth Circuit precedent in analyzing 
the public interest in having localized interests 
decided at home. 

Finding the district court’s errors to be 
“essentially identical” to those identified by the 
Fifth Circuit in Volkswagen, the Federal Circuit 
held that TS Tech has demonstrated a clear 
and indisputable right to a writ of mandamus, 
and ordered the district court to vacate its 
previous order and to transfer the case to the 
U.S. District Court for the Southern District of 
Ohio. 

Consequences 

 The Federal Circuit’s mandamus order in TS 
Tech was based on Fifth Circuit law and, as 
such, applies to district courts in Texas, 
Mississippi, and Louisiana. Most importantly, 
the order will directly affect transfer motions in 
cases in the Eastern District of Texas involving 
parties with no direct connection to the Eastern 
District of Texas. Following the Volkswagen 
decision, many transfer motions were filed in 
the Eastern District of Texas, which will provide 
an opportunity for further development of the 
case law and the drawing of an ever finer line 
between those cases that are viewed as having 
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a sufficient nexus to the district and those that 
are not. The TS Tech decision may trigger even 
more motions. Respect for the plaintiff’s choice 
of venue and local sales of a nationally 
available product are no longer sufficient to 
defeat a motion to transfer. For cases with 
some connection to the Eastern District other 
than the national sale of a product, district 
courts are required to consider witness 
convenience and the location of physical 
exhibits.  

Plaintiffs may now consider filing in a “second 
choice” forum, rather than risk transfer out of 

the first choice into a district selected by the 
defendant. Defendants will also need to 
scrutinize plaintiffs’ choice of forum, and seek 
transfer where it can be demonstrated that 
most or all of the parties, documents and 
witnesses (especially third-party witnesses) are 
located in another district having a closer 
connection to the case. In the long run, this 
may lead to fewer patent cases being filed or 
heard in the Eastern District of Texas and other 
jurisdictions presently favored by plaintiffs.  
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